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DETAILED ACTION 

Response to Amendment 

Amendment received on 12/23/2005 is acknowledged and entered. Claim 13 
have previously been canceled. Claims 1 and 6-9 have been amended. Claims 1-12 
and 14-18 are currently pending in the application. 

Examiner's Note 

Claims 5, 17 and 18. Examiner understands the phrase: "said release information 
is represented in graph format, table format, or with functional equations, or is 
represented by a combination of these formats for each equipment that is used in said 
certain process" as "said release information is represented in at least one of graph 
format, table format, or with functional equations, or is represented by a combination of 
these formats for each equipment that is used in said certain process". 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-12 and 14-18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1. The independent system Claim includes "wherein" clause (page 3 of the 
Applicant's amendment), reciting: 

"wherein said release rate database stores the information related to said release rates for each 
equipment that is used in said certain process, said release rates are set based on the release 
information that prescribes the relationship of the release amounts to each release-transfer destination of 
the chemical substances as said control target with respect to the input amounts of the materials that are 
input into said each equipment used in said certain process; and 

said server configured to calculate, for said each equipment, environmental performance 
information that evaluates environmental effects due to dischanging the release amounts calculated of 
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said chemical substances as said control target and/or investment effectiveness information related to the 
costs for reducing said chemical substances as said control target that are released." 
However, MPEP 2106 (II) (C) states: 

The subject matter of a properly construed claim is defined by the terms that limit its 
scope. It is tins subject matter mat must be examined. As a general matter, the grammar 
and intended meaning of terms used in a claim will dictate whether the language limits the 
claim scope. Language that suggests or makes optional but does not require steps to be 
performed or does not limit a claim to a particular structure does not Emit the scope of a 
claim or claim limitation. The following are examples oflanguage that may raise a question 
as to me limiting effect ofthe language in a claim: 

(A) statements of intended use or field of use. 

(B) "adapted to" or "adapted for' clauses. 
(Q 'S*iffirein M clauses, or 

(D) "whereby' clauses. 

This list of examples is not intended to be exhaustive. >See also MPEP §2111 .04.< 
Therefore, it is not clear whether the limitations recited in the "wherein" clause 
are part of the claimed invention, or not. 

Claim 12. The independent method Claim is confusing, because the Claim reads 
as a preamble with no method steps recited that makes up a process. The Claim 
indicates that said environmental performance improvement support method comprises 
five processes, and indicates intended use of each process without reciting actual 
method steps constituting said processes. Furthermore, the Claim as a whole appears 
to state only its intended use. It is not clear what part of the Claim is mere intended use 
(i.e. preamble) and which parts constitute the novel features for performing the recited 
functionality. 

Furthermore, the description of each process is vague and indefinite. For 
example, the "process 2" is defined as a process "which utilizes a server to identify the 
chemical substances that compose the materials to be input in a certain process based 
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on said material composition database". It is not clear what method steps the term 
"utilizing a server to identify the chemical substances" actually contemplates, what 
method steps said "identification" includes, and to what extend said server is utilized in 
said method. 

Same reasoning applied to the remaining Claims. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 12 and 14 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

In determining whether the claimed subject matter is statutory under 35 U.S.C. 
101, a practical application test should be conducted to determine whether a "useful, 
concrete and tangible result" is accomplished. See AT&T Corp. v. Excel 
Communications, Inc., 172 F.3d 1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Cir. 
1999); State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1368, 
1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101 , is in the "useful 
arts" when it is a machine, manufacture, process or composition of matter, which 
produces a concrete, tangible, and useful result. The fundamental test for patent 
eligibility is thus to determine whether the claimed invention produces a "use, concrete 
and tangible resulf . The test for practical application as applied by the examiner 
involves the determination of the following factors" 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner 
look at the claimed invention as a whole and compare any asserted utility with the 
claimed invention to determine whether the asserted utility is accomplished. Applying 
utility case law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be inferred. 
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iL if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 
(Fed. Cir. 1994), the examiner will determine whether there is simply a mathematical 
construct claimed, such as a disembodied data structure and method of making it. If so, 
the claim involves no more than a manipulation of an abstract idea and therefore, is 
nonstatutory under 35 U.S.C. 101 . In Warmerdam the abstract idea of a data structure 
became capable of producing a useful result when it was fixed in a tangible medium, 
which enabled its functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a 
"concrete" result. Usually, this question arises when a result cannot be assured. An 
appropriate rejection under 35 U.S.C. 101 should be accompanied by a lack of 
enablement rejection, because the invention cannot operate as intended without undue 
experimentation. 

The claims, as currently recited, appear to be directed to nothing more than a 
series of steps including collecting, providing, creating and re-optimizing data (prices) 
without any useful, concrete and tangible result and are therefore deemed to be non- 
statutory. While these numbers may be concrete and/or tangible, there does not appear 
to be any useful result 

As per Claims 12 and 14, the invention, as defined by the claims and as best 
understood merely manipulate an idea or performing a mathematical algorithm without 
any limitation to a practical application in the technological arts. The invention is 
implemented on a computer; therefore, the invention is directed to the technological 
arts. However, the claimed invention just manipulates data representing chemical 
substances or equipment. 

The invention does not require physical acts to be performed outside the 
computer independent of and following the steps to be performed by a programmed 
computer, where those acts involve the manipulation of tangible physical objects and 
result in the object having a different physical attribute or structure. See Diamond v. 
Diehr, 450 US at 187, 209 USPQ at 8. The steps of computer processing data 
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representing "evaluating" data (chemical substances or equipment) do not impose 
independent limitations on the scope of the claim beyond those required by the 
mathematical operation and abstract limitations because the "evaluating" data are not 
actual measured values of physical phenomena. In re Galnovatch, 595 F.2d at 41 n.7, 
201 USPQ at 145 n.7; In re Sarker, 588 F.2d at 1 331 , 200 USPQ at 1 35. The steps of 
"evaluating" have no direct effect on the physical world outside the computer. Thus, the 
claimed invention merely inputs data into the system and performs a mathematical 
algorithm without any limitation to a practical application as a result of the algorithm or 
outcome and is therefore deemed to be non-statutory. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-12 and 14-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Frankland et al. (US 2002/0026339 A1) in view of Fasca (US 
2002/0065581 A1). 

Frankland et al. (hereinafter Frankland) teaches a system for managing changes 
in regulatory requirements for business activities at an industrial facility, comprising: 
Independent Claim 

Claim 1. A server and a plurality of databases containing information on 
chemical and physical properties of materials used at a facility, including hazards 
associated with said materials, ecology-toxicity and environmental release information 
[0050]; [0416]; [0417], wherein said server is configured to set the release amounts to 
each release-transfer destination of chemical substances that compose said materials 
based on the types and input amounts of the materials that are input in a certain 
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process, information for improving the environmental performance, according to 
information on these chemical substances that are released, the release amounts to 
each release-transfer destination of chemical substances that compose said materials 
and track hazardous materials and wastes, including movement and environmental 
releases [0417]; [0419]; evaluate environmental effects due to discharging the 
hazardous materials and wastes during the releases [0417]; [0419]. 

Claim12 Frankland teaches a system and method for managing changes in 
regulatory requirements for business activities at an industrial facility, comprising: 

identifying the chemical substances of the materials used [0416]; 

identifying environmental hazards associated with materials used [0416]; 

tracking hazardous materials and wastes, including movement and 
environmental releases [0417]; [0419]; 

evaluating environmental effects due to discharging the hazardous materials and 
wastes during the releases [0417]; [0419]. 

Frankland does not specifically teach evaluating equipment that reduces 
chemical substances released. 

Fasca teaches a system and method for reviewing historical data and performing 
forecasting simulations relating to pollutant emissions from power plant, wherein various 
pollution reducing equipment are considered [0044]. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Frankland to include evaluating the equipment that 
reduce chemical substances released, as disclosed in Fasca, because it would 
advantageously allow managers of the industrial facility to find the best solution to meet 
the pollution generation threshold to comply with governmental regulations, as 
specifically stated in Fascal [0006]. 

Dependent Claims 

Claims 2. Said system, comprising: a database containing information on 
hazards associated with said materials, ecology-toxicity and environmental release 
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information [0416]; [0417]. Information as to the specific content of said information 
does not recite a structural limitation and, therefore, is given no patentable weight. 
MPEP 2106 (II) (C) states: H Language that suggests or makes optional but does not 
require steps to be performed or does not limit a claim to a particular structure does not 
limit the scope of a claim or claim limitation" Furthermore, Claims Directed to an 
Apparatus must be distinguished from the prior art in terms of structure rather than 
function, In re Danly 263 F.2d 844, 847, 120 USPQ 528-531 (CCPA 1959). A claim 
containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex 
parte Masham, 2 USPQ2d 1647 (bd Pat. App. & Inter. 1987). 

Thus the structural limitations of Claim 3 are disclosed in Frankland as described 
herein. Also as described the limitations of the claim do not distinguish the claimed 
apparatus from the prior art. 

Claim 3. Said system, including a database containing information including 
investment effectiveness including considering cost related to environmental health and 
safety regulations [0034]; [0037]. 

Claims 4. Said system, comprising: a plurality of equipment; and said database 
contains information related to investment and environmental compliance effectiveness 
[0034]; [0421]. (Examiner understands the word equipment as encompassing plural 
items used in operation or activity. See: Merriam-Webster's Collegiate Dictionary; 10 th 
ed.) 

Claims 5. Said system, comprising: a database containing environmental release 
related information, which is represented in table format [0430]. 

Claims 6-8. Said system, comprising: a server and a plurality of databases 
containing information on chemical and physical properties of materials used at a 
facility, including hazards associated with said materials, ecology-toxicity and 
environmental release information [0050]; [0416]; [0417], wherein said system is 
configured to set the release amounts to each release-transfer destination of chemical 
substances that compose said materials based on the types and input amounts of the 



Application/Control Number: 10/053,697 
Art Unit: 3639 



Page 9 



materials that are input in a certain process, and track hazardous materials and wastes, 
including movement and environmental releases [0417]; [0419]; evaluate environmental 
effects due to discharging the hazardous materials and wastes during the releases 
[0417]; [0419]. 

Claim 9. See reasoning applied to Claim 12. 

Claim 10. Fasca teaches said system, wherein investment effectiveness 
information is based on at least one item from among the processing performances, 
equipment costs, and operation costs of equipments that reduce chemical substances, 
which are provided by the enterprisers that manufacture the equipments which reduce 
the chemical substances [0066]. The motivation to combine Frankland and Fasca would 
be to advantageously identify the pollution reduction scenario that results in emissions 
below the mandated emissions caps and that has the least negative impact on the 
company's profits, as specifically stated in Fasca [0066]. 

Claim 11. Frankland teaches said system, wherein the equipment-specific 
release rate information provided by said enterprisers prescribes the relationship of the 
release amounts to each release-transfer destination of chemical substances that 
correspond to the input amounts of the materials that are input into equipments [041 7]; 
[0419]. 

Claim 14. Frankland teaches tracking hazardous materials and wastes, including 
distribution and use of the materials at the facility; and evaluating environmental effects 
due to discharging the hazardous materials and wastes during the releases [0419], 
thereby obviously indicating monitoring environmental effects in the case the equipment 
is installed. 

Claim 15. Frankland teaches said system, comprising: a plurality of equipment; 
and said database containing information related to investment and environmental 
compliance effectiveness [0034]; [0421]. (Examiner understands the word equipment as 
encompassing plural items used in operation or activity. See: Merriam-Webster's 
Collegiate Dictionary; 10 th ed.) 

Claim 16. Said system, comprising: a plurality of equipment; and said database 
contains information related to investment and environmental compliance effectiveness 
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[0034]; [0421]. (Examiner understands the word equipment as encompassing plural 
items used in operation or activity. See: Merriam-Webster's Collegiate Dictionary; 10 1 



Claim 17. Said system, comprising: a database containing environmental release 
related information, which is represented in table format [0430]. 

Claim 18. Said system, comprising: a database containing environmental release 
related information, which is represented in table format [0430]. 

Response to Arguments 

Applicant's arguments with respect to Claims 1-12 and 14-18 have been 
considered but are moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Igor Borissov whose telephone number is 571-272- 
6801 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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